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The opinion in support of the decision being entered
today (1) was not witten for publication in a |aw
journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 through 15, which are all of the clains

pending in this application.

! Application for patent filed May 17, 1994.
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The appellants' invention relates to a generator of test
prograns for checking the operation of a hardware processor
design. Caim1l is illustrative of the clained invention, and
It reads as foll ows:

1. A test program generator for producing test prograns
for checking the operation of a hardware processor design,
sai d test program generator conprising:

storing neans for storing data representing a processor
i nstruction set and resources, said stored data being
represented as a separate declarative specification, said
separate declarative specification being a representation of
rel ati onshi ps between semantic entities associated with each
instruction and between said semantic entities and said
processor resources;

extracting nmeans for extracting said data fromsaid
storage neans and for transform ng said data into interna
data structures; and

test program generating neans for generating test
prograns fromsaid internal data structures.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:
Hi ghl and 4,924, 408 May 08, 1990
Loopi k et al. (Loopik) 5,381, 417 Jan. 10, 1995
(filed Aug. 19, 1988)
Clains 1 through 15 stand rejected under 35 U. S.C. § 103
as bei ng unpat entabl e over Loopik in view of Hi ghland.

Ref erence is nade to the exam ner's answer (Paper No. 11,

mai |l ed May 29, 1996) for the examiner's conplete reasoning in
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support of the rejections, and to the appellants' brief (Paper
No. 10, filed February 26, 1996) for the appellants' argunents
t her eagai nst .
OPI NI ON

We have carefully considered the clains, the applied
prior art references, and the respective positions articul ated
by the appellants and the exam ner. As a consequence of our
review, we will reverse the obviousness rejection of clains 1
t hrough 15.

The clains are drawn to a test program generator and
nmet hod for creating test prograns "for checking the operation
of a hardware processor design." A processor, as broadly
defined, is nerely a device which processes input data.
Loopi k, the primary reference, discloses a test program
generator for circuit assenblies, where "circuit assenbly"”
refers to "a circuit board and also . . . smaller assenblies
of conponents, such as nulti-chip nodul es, designed to be
nmounted on a circuit board" (Loopik, colum 1, lines 5-10).
Since circuit boards process input data, "processor," as

broadl y defined, enconpasses a circuit assenbly, in the
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absence of further limtations which require nore than nerely
processing i nput.

Figure 5 of Loopi k shows a data base 62 for providing
data to a test program generator 64, which neets the clained
"storing neans."” Although Loopi k does not state that the data
base stores data which is represented as a separate
decl arative specifi-ation, the definition given by appellants
(specification, page 5) for "separate declarative
specification" sinply requires a data base. Accordingly, the
data of Loopi k's data base appears to be represented as a
separate decl arative specification.

Each i ndependent claimrecites "data representing a
processor instruction set and resources” and "the declarative
specification being a representation of relationships between
semantic entities associated with each instruction and between
said semantic entities and said processor resources." As
stated above, the circuit assenbly can be considered a
processor, but only if no further claimlimtations require
nore than nerely processing data. The second paragraph, as
guot ed above, further distinguishes the processor.

Accordi ngly, whether the circuit assenbly of Loopi k can serve
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as the clainmed processor depends on whether the data of Loopik
represents a processor instruction set and resources, and

whet her the data base is a representati on between semantic
entities and the processor resources.

The exam ner has failed to indicate what el enents of
Loopi k woul d satisfy the limtation of an instruction set and
resources. Although the exam ner attenpts to conbi ne Loopik
with H ghland, if Loopik does not include an instruction set
and resources, Loopik does not disclose a processor, and
therefore does not relate to a conputer. Accordingly, it is
uncl ear how one can nodify the device with the conputer of
H ghl and.

Further, the exam ner admts (Paper No. 5, page 3) that
Loopi k does not discl ose or suggest "the data being
represented by relationshi ps between semantic entities
associ ated with each instruction and between semantic entities
and processor resources.” The exam ner relies on H ghland to
make up for this deficiency. Hi ghland teaches converting the
know edge base of a conputer systeminto programcode in the
formof rule trees. The exam ner concludes that nodifying the

devi ce of Loopik with the teachings of Highland yields the

-5-



Appeal No. 96-3762
Application No. 08/245,179

clai med representation of the data in the storing neans.
However, Loopi k's knowl edge base is not part of the data base
(see Figure 5). Accordingly, inplenenting the teachings of

Hi ghl and results in the knowl edge base, but not the data in
the data base, being represented by relationshi ps between
semantic entities associated with each instruction and between
semantic entities and processor resources. Further, the

exam ner has not provided any other explanation as to why it
woul d have been obvious to nmake the data in the data base be
represented by the clainmed relationships. Thus, the exam ner
has not nmet all of the elenments of the clains, and

consequently has failed to establish a prinma facie case of

obvi ousness. Therefore, the rejection cannot be sustained.
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CONCLUSI ON

The decision of the examner to reject clains 1 through
15 under 35 U.S.C. § 103 is reversed.

REVERSED

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge
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Adm ni strative Patent Judge )
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